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I. TRADE-MARKS GENERALLY. 
I, 1. Narure or Trape-Marx Rieuts. 
I, 1, § 1. Character of Right. 


b. Basis of Right. 

As distinguished from facts determining the right to register one of 
two trade-marks, the right to use either mark must depend on the man- 
ner of its use and the general appearance of the respective labels used 
therewith. 286 


_ § 2. Ewtent of Right. 


a. As to Territory. 
The trade-mark right is not limited by territorial bounds, but this is 
true only in the sense that wherever the particular trade goes attended by 
the use of the mark, the rights of the trade-mark owner will be protected. 5 


Where a claimant fails by efforts which are reasonable in time and extent 
to project his business into territory where another is using the same mark, 


he will be denied equitable relief. 6 


Plaintiff and defendants, on repeal of the National Prohibition Act, 
simultaneously originated the idea of using the device of a white swan as 
a trade-mark for gin. Plaintiff thereafter sold its “Silver Swan” gin 
extensively in California, Nevada, Arizona, New Mexico, Idaho, Washington, 
Oregon, Colorado, Wyoming, Utah, Alaska, and Hawaii. Defendants, after 
selling their “White Swan” gin in the western states for two months, 
abandoned said territory and sold their product in the remainder of the 
United States. Held there was no infringement of either trade-mark and 
that plaintiff was entitled to exclusive rights in its mark in the states named, 
defendants to exclusive rights in their mark in the other states. 24 


I, ) § 4. Lice nse to Use. 
The fact that plaintiff licenses another to make hats under its trade- 


mark, and does not accurately state in its advertising its connection with 


its Chicago retail store, held not to be valid defense in a suit for infringe- 
ment. 404 
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I, 2. WHat May Be «a Trape-Mark. 


I, 2, § 2. Name of Patented Article. 

Where the words “Shredded Wheat” were used as the general designa- 
tion of a patented product, on the expiration of the patent the right to use 
the patented process, as well as the said name for the product, passed into 
the public domain, defendant’s delay in using name after such expiration 
being without legal significance, as the public’s right to its use is not de- 
pendent upon diligent exercise. 569 


§ 3. Descriptive and Generic Terms. 
The following word marks are held to be descriptive: 


See also post. p. xxxii) 


“Laxative Bromo Quinine” and “L B Q,” for a remedy for 
PIE Ry GEER a rcsnldin ee aw seotiw iia meds caneema ners 
“Shredded Wheat,” for a cereal biscuit 


The following word mark is held not to be descriptive: 


“Nu-Enamel,” for paints, varnishes, enamels and top dressings 237 


Words which would be descriptive when applied to some goods would 
be merely fanciful or arbitrary when used on others. When such marks 
so applied require for their understanding the exercise of the powers of 
perception and the imagination, they are not descriptive but merely fanci- 
ful or suggestive. 198 


Words that are, in their primary meaning, descriptive cannot be with- 


drawn from public use by adoption as common-law trade-marks, nor regis- 
tered in the Patent Office except under the ten-year proviso. 509 


Where a descriptive word, through long continued use, has acquired a 
secondary meaning as identifying exclusively the user’s product, it will be 
protected from unfair competition, but such secondary meaning is not 
protected as a trade-mark, apart from a statute granting such protec- 
tion. 509 

In order to establish secondary meaning for a descriptive term, more 
than a subordinate meaning must be shown. Where the primary signifi- 
“ance of the term in the minds of the public is not the producer but the 
product, no such secondary meaning exists. 569 


I, 2, § 4. Marks Publici Juris. 
Where an article is open to manufacture by all, a particular manu- 
facturer can no more assert exclusive rights in a form in which the public 
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has been accustomed to see the article, than it could in the case of a name 
with similar connections in the public mind. 569 


> 


I, 2, § 5. Geographical Terms. 
A word ordinarily geographic may acquire a secondary meaning mak- 
ing its subject to appropriation as a trade-mark. 308 


Defendant, first to use the word “All American” as a trade-mark for 
handkerchiefs, had the right to delay suit against plaintiff until it had 
obtained registration of its mark in the Patent Office. 308 


I, 2, § 6. Proper Names. 

It is well settled that the mere name of an individual cannot become 
a valid trade-mark, nor can registration give even a prima facie title to 
its use. Where, therefore, plaintiff and its predecessors made no use of 
the bare name “Woodbury” as a trade-mark for toilet goods, except in 
conjunction with the device of a neckless head, and the public never asked 
for the goods by the mere name, held that plaintiff's real mark was the 
neckless head and not the name. 65 

The use by defendant of the name “Renaud” on perfumes, after the 
name had been adopted and registered as a trade-mark by plaintiff's 
predecessor in business held without right and a fraud on the public. 353 


Plaintiff, successor by assignment to the original and sole American 
representative of Renaud—Paris—1817, S.A., held guilty of misrepresen- 
tation and fraud on the public by selling without explanation “Renaud” 
perfumes, formerly sold at $10.00 an ounce, for one-eighth of that 


price. 353 


A concern which has adopted the surname of its first president as a 


trade-mark was limited to applying the name to a particular class of goods 
on which the name had been used prior to another manufacturer's adop- 
tion thereof for its own product. 526 


I, 3. Tirte to a Trape-Mark. 


I, 3, § 1. Creation. 

Where two competing parties claim rights to the same trade-mark, 
priority of appropriation determines title. This rule, however, does not 
apply where the same mark is used simultaneously by two producers in 
different markets, remote from each other, so that the mark means one 


thing in one market and an entirely different thing in another. 5 
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I, 3, § 2. Assignment and Devolution. 
A retailer may assign his trade-mark to the manufacturer of an article 
sold by him. A manufacturer also may assign his trade-mark to one who 
sells his goods. 


A cigar manufacturer had the right to grant to a dealer, through assign- 
ment by latter to the manufacturer of certain cigar trade-marks, the ex- 
clusive right of sale in a certain territory as a part of the consideration. 337 


A contract between a cigar manufacturer and a dealer, whereby the 
latter assigned certain cigar trade-marks to the former in return for a 
specified sum and grant of exclusive sales territory for the trade-marked 
brand, held not to be Jacking in mutuality. 337 


Where a trade-mark owner leaves entire estate to trustees for certain 
purposes until his youngest grandchild is twenty-one, none of his relatives 
held to have title to the trade-mark. 428 


Plaintiff's predecessor C. was carrying on a liquor business until pro- 
hibition became effective, then selling same but renewing registration of his 
trade-mark during prohibition. Dying in 1910, his estate was left in trust, 
his son taking no title to the mark. After prohibition his son with consent 
of trustees sold liquor under the trade-mark. Such sales held to make 
business inure to the benefit of the estate and to entitle trustees to injunc- 
tion against the use of the mark and firm name by third party, who began 
to use them about the same time as the son, defendant having acquired no 
rights by unauthorized use. 4.28 


I, 3, § 3. Abandonment. 
Abandonment rests upon intent, in addition to acts indicating the fact. 
The failure of a claimant during a long period to assert and enforce his 
rights, while a large and valuable competitive business grew up about it, 


is proof of intent to abandon. 5 


Abandonment of a name and mark does not render them open to use 
on another product until their special meaning to the public is lost, or 
there is in the labels some adequate notification of the change. 43 


In the case at issue, where appellant, originator of the name “Raggedy 
Ann” for dolls designed by him, never manufactured said dolls, and, after 
Volland Co. discontinued such manufacture, neither began same nor ex- 


pressed an intent to do so, he was held to have abandoned the trade- 
mark. 153 
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To constitute abandonment, there must be satisfactory evidence of an 
actual intent to give up use of the mark. Defendant's opposition to plain- 
tiff’s application to register his trade-mark and his assertion of his rights 
to use his mark held to prove that there was no intent to abandon, notwith- 
standing that during part of the period between 1929 and 1936 the use of 
the mark was intermittent. 167 


The fact that plaintiff transacts no current business in women’s dresses 
in its New York store does not mean that such activity may not be 
resumed, 404 


The fact that plaintiff's predecessors were obliged to give up the use of 
their trade-mark on spirituous liquors during the prohibition period held 
not to constitute abandonment, particularly as the registration of the mark 
was renewed during the period, thereby evidencing an intention to resume 
business when legalized. 428 


I, 4. INFRINGEMENT. 


I, 4, § l. Elements. 
Where plaintiff's mark consists of one word, another mark which adopts 


such word adopts the dominating feature of plaintiff's mark and is held to 
infringe. 404 


Infringement is not dependent upon the use of identical words. The test 
is rather whether a trade-mark or name is so like another in appearance, 
spelling or sound that an ordinary purchaser is likely to be confused and 
misled. 442 


To decide that infringement exists, it is necessary that the resemblance 


be so close as to be likely to confuse purchasers exercising ordinary 
caution. 


485 


Trade-mark infringement is only one branch of the broader doctrine of 
unfair competition and it is not necessary to show infringement in order to 


establish a case for relief under said doctrine. 550 


There is no absolute test in fact or in law by which a court can determine 
whether one trade-mark infringes another, but there are many judicial 
expressions which furnish a practical standard or test. 579 

I, 4, § 2. Conflicting Marks. 
(See also post. p. xxxiv) 

The following marks are held to conflict. 

“Dixiana” and “Dixie Dew” and “Dixie-Belle” and “Dixie Beaux” 410 
“Esso” and “S 
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“Finchley” and “Fay Finchley” 
“Flit” and “Mit” 

“Frostay” and “Frappé” 

“Nu Beauty Enamel” 


” 


and “Nu-Enamel 
“Personal Finance Company” and “Personal Loan Service” 


The following marks are held not to conflict: 
“Chily Bear” and “Sunbeam Freezer” 


I, 4, § 3. Goods of Same Descriptive Properties. 
(See also post. p. xxxvii) 


The following goods are held to be of the same descriptive properties: 
Confectionery and ice cream 


The following goods are held to be of different descriptive properties: 
Radio receivers and phonographs and electrically operated de- 
vices not including the former 


I, 4, § 5. Unauthorized Use. 
After plaintiff had, since the year 1885, used the word “Arrow” as a 
trade-mark on collars and since 1906 on outer shirts, with use upon handker- 
chiefs, underwear and neckties all prior to the use of the same word by 


defendant, held that the latter’s use of the phrases “Braces Customized by 
Arrow,” “Arrow Braces” and “Arrow Suspender Company” in the sale of 
suspenders, was an infringement. 305 


» 


I, 5. Surrs ror INFRINGEMENT. 


I, 5, § 1. Jurisdiction. 

Plaintiff sued to enjoin defendant from registering the words “All 
American” as a trade-mark for handkerchiefs in the United States Patent 
Office. Held that, as all the issues between the parties are provided in the 
Trade-Mark Act of 1905, the plaintiff had shown no equity jurisdiction in 
the court. 308 


I, 5, § 3. Pleading and Practice. 
Whether the trade-mark “Dupont” has acquired a secondary meaning, 
as alleged by plaintiff, is a mixed question of law and fact and should not 
be determined upon affidavits. 360 


Interrogatories are in support of plaintiff’s allegations of confusion, de- 
fendant’s intent, deception of purchasers and purpose of defendants in 
using name “Dupont,” and if the individual defendants have any knowledge 
with reference thereto, they should be answered. 363 
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I, 5, § 4. Evidence. 


a. Res Adjudicata. 

A decision in a suit between the parties adjudging plaintiff guilty of 
unfair competition in the use of the name “Woodbury” on toilet goods held 
not res adjudicata in the instant case, inasmuch as the labels, packages, and 
sales methods now employed by plaintiff differ widely from those used by 
it at the time of the former decision. 65 

A decision of the Court of Customs and Patent Appeals granting the 
right to register held not res adjudicata in a suit to determine right to use 
the trade-mark concerned. 286 


A decision of the Secretary of State of Pennsylvania permitting de- 
fendant to register its trade-name in that State held not to be res adjudicata 
in an action to enjoin said defendants from the use of the name. 428 


A decision by the Patent Office that there is likelihood of confusion be- 
tween two trade-marks is persuasive, but not conclusive, as the question 
must be determined from the particular facts of the case. 485 


A decision of the Court of Customs and Patent Appeals, while not res 


adjudicata in the case at issue, should not be disregarded unless clearly 
erroneous, 525 


I, 5, § 5. Defenses. 


a. Misrepresentation. 

The use by complainants on their labels of certain features intended to 
identify their brand of whiskey with the original “Sherwood” whiskey, such 
as the use of the word “Brand” in small type on a barrel head in place of 
the old word “Pure,” the same scroll and the same heavily shaded script 
of the word “Sherwood,” together with a statement of the age of the whis- 


key, on a whiskey not made according to the original formula gave buyers 
the impression that the old make of whiskey was being continued. Com- 
plainants, therefore, held not entitled to protection in the use of their label 
and trade-mark. 43 


b. Malicious Intent. 
Plaintiff's appropriating defendant’s trade-mark and attempting to 
register same with intent to capitalize on defendant’s use of the duck device, 
held deceptive and to justify the defense of “unclean hands.” 167 


d. Laches. 
Defendant, although first to use the word “Greystone” as a trade-mark 
for wine in California, in permitting plaintiffs to produce and sell in Penn- 
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sylvania a still wine under the name “Greystone” and to build up a valuable 
good-will thereunder without protest held guilty of laches amounting to 


abandonment. 6 


Held that a manufacturer which used the name “Emerson” as a trade- 
mark on electric motors, fans, generators and other electrical appliances 


could not restrain another manufacturer from using the same name as part 


of a trade-mark for radios, phonographs and television apparatus, par- 
ticularly as the later manufacturer had been permitted to expand _ its 
business for many years without protest by plaintiff and without serious 
evidence of confusion among consumers. 526 


I, 5, § 6. Relief. 


a. Injunction. 

Although the words “Kentucky Tavern,” used as a trade-mark on whis- 
key by plaintiff and its predecessor, had acquired a secondary meaning in 
certain territory, held that said secondary meaning was not sufficient to 
justify enjoining the defendant from the use of the trade-mark “Town 
Tavern” on similar goods, particularly as there was no evidence of con- 


fusion. 185 


Decree. 


a. Form. 

In a suit to restrain defendant from using on its hair tonic a label similar 
to that used by plaintiff on its “Kreml” tonic, and from displaying said word 
thereon, held that a decree enjoining defendant from such use, but with 
permission to use on his labels the word “Genuine Kreml of Kreml,” was 
rightly granted. 8] 


c. Violation-Contempt. 

Plaintiff, engaged in marketing oranges and other citrus fruits under 
the trade-mark “Sunkist,” obtained an injunction restraining defendant, a 
New York corporation engaged in selling bottled carbonated beverages, 
from using the word “Sunkist” apart from its corporate name on citrus- 
flavored drinks or imitations thereof, on caps of bottles of such drinks, and 
from using its corporate name on such bottles, “unless there is displayed as 
prominently and clearly on those bottles and containers of the label or 
other form of statement to the effect that the drink was not made by Cali- 
fornia Fruit Growers Exchange and is not made from ‘Sunkist’ oranges, 
lemons or limes, as the case may be.” As defendant had difficulty in making 
paper labels adhere to its bottles, due to embossing on the surface thereof, 
such decree was later modified so as to allow defendant to place the dis- 


XXX 





DIGEST 


tinguishing notice on the caps of its bottles, instead of on the bottles them- 


selves. The subsequent use by defendant on its bottles of paper labels, 


whereon appeared the words “Sunkist Drinks, Inc. Orange Soda” in large 
letters, without the explanatory statement, or, where it appeared, in very 
small type, held violation of the decree; and defendant was adjudged in 


contempt. 32] 


Il. REGISTRATION OF TRADE-MARKS. 
IT, 4. Errecr or RecGisrrarion. 


II, 4,8 3. Act of 1905. 
The certificate of registration of a trade-mark is proof of adoption, but 


is not conclusive as to the validity of the mark. 5 


II, 4, § 4. Act of 1920. 
Registration under the Act of 1920 held to have no effect on the common 


law rights of the registrant. 369 


II, 5. Tue Appricarion. 


II, 5, § 4 Statement. 
Where the application for registration contained no declaration verified 
by the applicant, as required by the Act of 1905, the registration held 


invalid. 509 


The registration of the words “Laxative Bromo Quinine” and the letters 
“LBQ” held void because of false statement by applicant that the mark had 
been used by it since 1893. 509 


II, 5, §$ 8. Classification of Goods. 
Held that the Examiner did not err in refusing to register a trade-mark 
where the goods were described as “bottles, in class 33, glassware,” since 
bottles are classified in different classes according to the materials of which 


they are made. 273 


The question of whether or not the goods of the parties are of the same 
descriptive properties is not determined by the patent office classification, 


but is a question of fact. 360 


II, 5, § 10. Disclaimer. 
The fact that appellant disclaimed the word “Tufdri” apart from the 
mark as shown, held not to affect the issue. 128 
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ad 
In an application to register the words “Gypsteel gypsum Plank” as a 


trade-mark for pre-cast, incombustible, reinforced slabs of cementitious 
material, the Commissioner’s decision refusing to register the mark without 
a disclaimer of the word “Plank” was affirmed. 595 


Il, 5, § 11. Abandonment of Application. 

In a trade-mark opposition, where applicant-appellee filed with the Com- 
missioner a formal abandonment of its application prior to the filing of an 
appeal by opposer-appellant, held that the decision of the Examiner of In- 
terferences sustaining the opposition should be reversed, inasmuch as there 
was nothing pending in the Patent Office upon which an opposition could be 
based. 137 


II, 6. Evmence. 


II, 6, § 1. Res Adjudicata. 
A decision of the Commissioner of Patents holding the word “Vogue” 


unregistrable as being the name of a corporation held res ad judicata. 64 


II, 8. ReocisrRaABLE Marks. 


II, 8, § 2. Descriptive and Generic Terms. 


(See also ante p. xxiv) 


The following marks are held to be descriptive and, therefore, unregis- 
trable: 
“Aircraft Control,” for aircraft indicating instruments.......... 566 
“Boiler Meter,” for meters and devices indicating the rate of flow 
of liquids 
“ROOTING GIUCEN,” TOP CORNED OVER 601655555465 Sacer ewe dcecnens 
“Heldryte,” for dental tools and instruments................... 
“Instant Whip,” ‘for GGPEtOd CORI MNEs 65:6 sic. dis ie Gece es eve 8 
“Notox,” for hair-waving pads 
SECT, 2 EOL MANE MeN 55055545 a:.0 dca asia kange es hd ake Var ecy 
“Piperazine-Midy,” for preparations for the treatment of gravel, 
stone and other bladder ailments. «20:0... 40 s-ssicsevccee 
“Plank,” as part of the mark “Gypsteel gypsum Plank,” for rein- 
forced slabs of cementitious material 
SRM G1eSS 2AM, TOP ARAGON FOROS oo ois oct ns swie hee es bea ee eee 418 
ROGGE 1,” TOP TADEIONNINE GUD s sos. donc Oes code twee see en 100 
OG, BiG, TOT MUR MICRIVEOIIRE sins 5 ois os. bade Vea Laat eewd Odd oN 419 


The following marks are held not to be descriptive and hence registrable: 
“At the Bottom of Good Crops,” for fertilizer 
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“Bank Night,” for films for theatrical use 

“Germ Processed,” for motor oil (Act of 1920) 

“Keglined,” for sheet metal containers. ............0.c0sccce0s. 
“Nobio,” for deodorants 

“One Minute,” for washing machines 

“Pep,” for gasoline and fuel oil 

“Rolouvre,” for folding partitions and shutters 

“Salinos,” for a laxative 

“Vegetal,” for perfumery extracts 


a. Under Act of 1920. 
The notation “Equi-Tension” as a trade-mark for men’s negligee shirts, 
shorts and pajamas, although descriptive of the goods, was held registrable, 
as it had a trade-mark significance. 498 


II, 8, § 4. Geographical Terms. 
The following are held to be merely geographical and, therefore, un- 
registrable: 
“Maryland Club” and “Maryland Hunt Club,” for whisky 
“Oxford,” for furniture. . 


The following terms are held not to be merely geographical: 
“All Americas” £05 DARGRCTCMIOER x. 650k oii co ee otdestied es ees 308 
“Bebe Agua,” for wheat flour... 
“Dixie,” for gin 


II, 8, § 5. Proper Names. 
“Duffy’s” held unregistrable, being a proper name not distinctively dis- 
played. 150 
“Margot de Mar,” held unregistrable, as it is merely the name of an 
individual. 335 


a. Under Act of 1920. 
Held that applicant is entitled to register, under the Act of 1920, a mark, 
the dominant feature of which is the name of an individual-not distinctively 


displayed, although it had a somewhat arbitrary design associated there- 
with. 320 


II, 8, § 6. Representation of Goods. 


Applicant held not entitled to register, as a trade-mark for caps for 


glass jars and glass containers for preserving foods, a mark consisting of 
a representation of such a cap attached to the top of the jar, a hand holding 
a spoon with which the cap is being tapped, and musical notes depicting 
the resulting sound. 328 


Xxxiii 





TWENTY-EIGHT TRADE-MARK REPORTER 


II, 8, § 8. Corporate Names. 
The following names are held unregistrable: 
“Old Joe Smiles,” being substantially the corporate name of Old 
Joe Distilling Company 
“Serval,” being substantially the corporate name of opposer, 
Servel, Inc 


“Vi-Tabs,” for certain medicines, being the salient feature of 


opposer's corporate name 
“Vogue,” for soap, as it is the name of a Georgia corporation 
The following name held registrable: 
“Puritan,” as it is not merely the corporate name of Puritan Soap 
Company and is too common a word to signify any particular 


corporation of whose name it is only a part 


II, 8, § 16. Conflicting Marks. 
The following marks are held to conflict: 

“Adjustee” with shield bearing letters “LF,” and “Adjusto-Bak” 

“Aerolator” and “Kelvinator” 

“Arkola” and “Coca-Cola”... 

“Asmatone” and “Asthma-Tol”.... 

“Baker, R. A.,” and “Old Baker” fect 

“Black Scot” and head of dog, and “Black & White,” and design 
of two dogs. 

\ trade-mark consisting of the words “Can O’Gold” disposed 
centrally within a diarhond-shaped border, in association with 
the representation of a can, and a mark consisting of the words 
“Pure As Gold,” the word “Pure” being arranged in circular 
form within the upper periphery of the circle, the word “Gold” 
being disposed in its lower periphery with the word “As” in 
the center thereof and the device of a pair of wings branching 
out laterally from the circumference of the circle 

“Centralloy” and “Central Alloy Division” 

“Chester’s Walk-Eas-E” and “Putney Walkeasy Shoe”. 

“Chloro-Phedrine” and “Chlorylen” 

“Co Flo” and “Covo” 

“Daiquiri” and “Bacardi Daiquiri” 

“Dairy Whip” and “Whip” 

“Dextra-Cola” and “Coca-Cola” 

“Dezol” and “Diesol” 

A trade-mark consisting of the words “Dutch Maid,” used in 
nection with picture of a landscape including a Dutch girl, 
a windmill and two cows and a trade-mark “Dutchland Made” 
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“Economaster” and “Electro-master” 

“Eternol” and “Eterno” 

“Eze Orange” and “E-Z Ade”.. 

“Goth-Cuna” and “Valeuna”™ 

“King Kola” and “Coca-Cola”. 

“Klad-Ezee” and “E-Z” 

“Kodak City” and “Kodak” 

“Life” and figure 2 above, and “Nu-Life” 
“MecCahan’s Sunny Cane Sugar” and “Sunny” 
“Neva-Wet” and “Never Wet” 

“Nu-Myst” and “Mistol” 

“Pebble Springs” and “Pebble-Ford” 

“Pep” and “Purol-Pep” 
“Pepso Seltzer” and “Pepsinic Seltzer Amelotte”.. 
“Ros-Cuna” and “Valcuna” 

“Royal Charter” and “Old Charter” 

“Royal Oak” and “Charter Oak” 

“Screen Vogue” and “Vogue” 


“Shav-Ami” and “Bon Ami” 


\ composite trade-mark comprising the words “Silver 


association with the picture of a man in mediaeval costume 
holding a shield, and a mark consisting of the words “Silver 
Shield” 2 oa 

“Silver Stallion” and “White Horse” 

“Snofloss” and “Sno Sheen” 

\ mark consisting of a front view picture of a kitten’s head ané 
fore-paws with the words “Soft as a Kitten’s Ear,” thereabove, 
and a mark consisting of a front view picture of a kitten’s 
head with a spool of thread suspended from its mouth, be 
neath which is printed the word “Corticelli”. . 

“Solar Weave” and “Solareen” 

“Solvoline” and “Solvite” 

“Spiralator” and “Rollator” 

“Spring-Air” and “Cushionaire”.... 

“Sunny Mist” and “Sunkist” 

“Syncromatic” and “Air-O-Matic”. 

A mark comprising a picture of two babies wearing pants, one 
in a crawling position and the other standing and grasping 
the pants of the crawling baby, and a mark consisting of the 


picture of a single crawling baby 
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“Tampad” and “Tampax” 
“Tufdri” and “Tufsta” 


Two pictorial marks. Each includes the representation of a 


gabled house, above which arises a tower-like structure. Ap- 


plicant’s design is more severely geometrical and somewhat 
less elaborate in detail than opposer’s. Opposer’s mark has 
no border, while applicant’s is partially outlined by four 
parallel lines extending down the sides and forming a curved 
base. The general impression that either mark would seem 
most likely to leave upon the average mind is that of a gabled 
house and some towers 


The following marks are held not to conflict: 
“Dobry’s with Sunsweet” and sun device below and 
and sun design 
“Firomatic,” and “Oil-O-Matic” and “Dist-O-Matic” 
“Galvadull” and “Superior Galvannealed” 


” 


“Keenizer” and “Simoniz” 

“Kresto” and “Kayo” 

“Marcraft” and “Original Julius Marcus” 

“NaCene” and “Nac,” and “Nacpac” 

“Next” and “Neet” 

“Old Coach” and “White Horse” and design of same 

“Pepso Seltzer” and “Alka-Seltzer” 

“Prosdal,” and “Bro-seda” and “Brosedan” 

“Sit-ru-lux” and “Lux” 

“So-White Hand Cleaner” and “Oakite” 

“Sparkeeta” and hunting scene and “Sparklets” 

“Starlash” and “Kurlash” 

“Strong Heart” and picture of dog and “Red Heart” on picture 
of heart 

“Unipack” and “Agi-Pak” 

A mark consisting of the picture of a two-wheeled vehicle with 
the legs of a man appearing in the position of a rider in the 
vehicle, a horse being attached to the vehicle, and a composite 
mark for whiskey including the picture of a white horse 
prominently displayed below the words “White Horse” and 
therebelow, less conspicuously pictured, a stage coach and 
four or more horses, the literal matter constituting an invita- 
tion to travelers between Edinburgh and London to board the 
stage coach at the “White Horse Cellar” 
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mark consisting of two parallel vertical stripes, one red and 

one blue, intersected by two similarly colored horizontal 
stripes, with an Indian’s head inclosed within a blue circle 
over the intersection, and a mark described as consisting “of 
a red band or red stripe extending across the goods to which 
it is applied” 

“Vit” and “Vitalis” 

“White Beauty” and “American Beauty” 

“White Horse” and “Red Horse” 

“Zettol” and “Dethol”.... 

A mark consisting of a green disk, applied to rubber heels and 
rubber soles, held to conflict with a mark consisting of a 
circular figure or ball colored red, for similar goods 


II, 8, § 17. Goods of Same Descriptive Properties. 
The following goods are held to be of the same descriptive properties: 

Blue cheese and canned peas and corn 

Canned peeled tomatoes and tomato paste and fish preserved in 
oil, canned vegetables, coffee and tea 

Canned unsweetened evaporated milk and tea and coffee 

Chocolate powder for combining with milk and other ingredients 
and confectionery used for fillings, dressings, etc 

Confectionery and ice cream 

Mascara and eyelash curlers 

Preparation for the treatment of colds, neuralgia and rheumatism 
and remedy for headache, neuralgia, etc. 

Refined, semi-refined and unrefined petroleum oils, and lubricat- 


ing greases, and gasoline 611 


Shaving cream, and soap and tooth paste 87 


The following goods are held to be of different descriptive properties: 
Cellulose derivatives and hosiery 


27 

Dry skimmed milk and concentrated fruit pectin 

Gin and milk products 

Machine used in cleaning feathers and antiseptic for treat- 
i TORTIE: SONS. cic DRccia asread canna 6345 Slice Ceattlen 151 

Milk products and wine and brandy 

Non-alcoholic maltless beverages and cheese-coated popcorn... . 

Popcorn and wheat flour 

Radio receivers and phonographs and electrically operated de- 
vices, not including radio receivers and phonographs........ 525 

Yeast, and crackers and biscuits 
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II, 8, § 18. Grade Marks. 
Held that applicant is not entitled to register, under the Act of 1905, 
the notations “No. 1” and “No. 2,” as trade-marks for tooth paste, since 


these marks have been used merely as grade marks. 566 


II, 8, § 21. Scandalous Matter. 


Inasmuch as the use of the word “Madonna,” being the name popularly 


given to the Virgin Mary, as a trade-mark on wines for general use would 
be objectionable and repugnant to many people, the Commissioner's decision 
refusing registration on the ground that such use would be scandalous 
was affirmed. 257 

Held that applicant is not entitled to register, as a trade-mark for vari 
ous items of women’s underwear, the name “Queen Mary,” on the ground 
that the application of the name of the “Dowager Queen of England as a 
trade-mark to the goods involved constitutes scandalous matter,” and that 
the use of the former queen’s name in the manner proposed is shocking to 
the sense of propriety. 335 

II, 10. No Trape-Mark Use. 


The use of the word “Irium” in the sentence, “Pepsodent tooth paste 


alone contains Irium,” he/d not to be a trade-mark use. 152 


The words “Six Shooter” held not to function as a trade-mark for toy 


pistols. 245 


A union shop card held not to operate as a trade-mark for union shop 
cards. er, 


The notation “Lubri-Kate” held not used as a trade-mark for cartoons 
published periodically. 335 
Held that applicant is not entitled to register, under the Act of 1920, 
the words “Constant Weight Feeder” as a trade-mark for machinery for 
feeding and conveying various kinds of materials, inasmuch as the alleged 


mark is not in fact a trade-mark. x78 


Held that a trade-mark for bulbs or capsules for containing compressed 
or liquefied gas, described as consisting of a groove or depressed band 
located about midway of the length of the bulb, but slightly nearer to its 
neck than to its round base, is not registrable, as it has no trade-mark 
significance, but is “an inherent structural feature” of applicant’s goods. 463 
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II, 12. INTERFERENCES. 


Il, 12, S ¢ Evide nce, 
Held that a paper offered to establish transfer of title prior to adoption 
of the mark by the other party was not competent evidence. 62 


In an interference proceeding where appellant established first use of 
the mark “The Big Little Book” for a series of books as of December 12, 
1932, whereas appellee’s first use of the mark “The Little Big Books” on a 


similar series began in December, 1928, held that, notwithstanding that ap- 


pellee’s original title and subject matter originated in England and were 
not copyrighted in the United States, it nevertheless had the right to register 
the said title as a trade-mark, irrespective of whether or not it was used on 


a series of books or on a completed book. 367 


\ppellant’s evidence, although received without objection, being largely 
hearsay, held insufficient to establish that appellant was using its mark in 


the United States immediately preceding the prohibition era. 612 
Il, 13. Opposrrions. 


II, 18, § 2. Notice. 
\n opposer is not required to quote or paraphrase the language of the 
statute in his notice of opposition, it being sufficient if he states a cause of 


iction under the “confusion in trade” clause of the Act. 91 


Held that a notice of opposition should not have been dismissed without 
prejudice, on the opposer's motion, inasmuch as respondent had incurred 
certain costs which he would have been required to pay as condition 
precedent to dismissal. The Patent Office, however, having no authority to 


tax costs, this condition could not be here imposed. 379 


a. Verification of Notice. 

Where the notice of opposition was verified by the vice-president of the 
ippellee company, the presumption was that he was, in absence of evidence 
to the contrary, such vice-president and had authority to act in the 
premises. 265 
II, 183, § 3. Answer. 

Held that error had been committed by the Examiner of Interferences 
in treating a paper filed by applicant as a motion to dismiss and in sug- 
vesting that the respondent might waive his right to file an answer and then 


raise the question sought to be raised by the motion. 227 
The validity of a registered mark cannot be challenged in an opposition 
proceeding. 265 
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II, 13, § 5. Dismissal. 

Opposer appealed from a decision of the Commissioner, dismissing its 
opposition to the registration by appellee of the word “Dispensol” on ground 
of the ownership of the registered trade-mark “Pennzoil,” and appellee filed 
notice of election to proceed under Sec. 4915 R. S., whereupon the Commis- 
sioner refused to enter order of dismissal of appeal. Held that, inasmuch 
as it is well settled that a defeated patentee-interferant cannot proceed 
under Sec. 4915 and the situation in the instant case is analogous thereto, 


appellee’s motion to dismiss appellant’s appeal should be denied. 213 


Refused to enter a dismissal of an opposition after an appeal had been 
taken from the decision of the Commissioner sustaining the dismissal of the 
opposition by the Examiner and the appeal had been withdrawn on stipula- 
tion of the parties. 278 


After the decision dismissing the notice of opposition had become final, 


opposer not having appealed, a request was filed by it that the Commissioner 


of Patents exercise his supervisory authority and reject all future applica- 


tions for trade-mark registration involving the word “Packard,” it being 
stated that the Packard Motor Car Company should not be put to the 


expense of opposing numerous applications for such registration. 614 


II, 18, § 8. Evidence. 
The fact that appellant uses his mark in North Dakota and adjoining 
states, whereas appellee’s use of its mark was confined to the New England 
States, New York and New Jersey held not to affect the issue, inasmuch as 


trade practice can be changed from time to time. 195 


Clear statements of applicant’s witnesses, corroborated by assignments 


produced as exhibits, held evidence sufficient to establish priority of use. 279 


II, 13, § 9. Review of Decision. 
Where, in cross appeals in an opposition proceeding, the court held 
registration should be denied because of conflict with opposer’s mark, it 
was unnecessary to decide also on the question whether applicant’s mark 


was descriptive. 9] 


In a trade-mark opposition where appropriation by appellee of appel- 
lant’s corporate name as a trade-mark was not pleaded by appellant, 


the latter held to have waived such pleading. 317 


II, 17. CANCELLATION. 


II, 17, § 2. Who May Apply. 
With reference to the joining of A. P. de Sanno & Son, Inc., as a party 
to the cancellation proceedings, brought by Albert P. de Sanno, Jr., the 
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Assistant Commissioner, after noting that this was done upon attorney's 
motion, which was a mere statement that A. P. de Sanno, Jr. owned most 
of the stock in A. P. de Sanno & Son, Inc., and the latter was therefore a 
proper party, held that, as the said corporation had never used the mark 
sought to be canceled and had no interest therein, it was wrongly joined as 
party to the proceedings. +14 


II, 17, § 4. Pleading and Practice. 


Mere laches may not be invoked against a petitioner in a cancellation 
proceeding. 207 


II, 17, § 5. Evidence. 

Notwithstanding that the testimony and evidence adduced by petitioner 
for cancellation was for the most part, either irrelevant or unconvincing, 
held that the uncontradicted testimony of two witnesses was sufficient to 
establish priority of use in the petitioner. +48 


Where no convincing proof of an assignment of a mark to petitioner 
for cancellation was adduced, its absence held to create a doubt as to its 


existence. 150 


The petition to cancel should have been dismissed. A_ trade-mark 
registration should not be lightly cancelled; and where cancellation must 
rest upon the testimony of a single witness, such testimony should at 


least be clear, consistent and free from uncertainty. 199 


a. Res Adjudicata. 

As result of suit brought against appellant by J. L. Prescott Company, 
the registration made by the former of its trade-mark “Chipso” in the 
U. S. Patent Office was ordered cancelled by the Commissioner of 
Patents. From his decision appellant appealed to the Court of Customs 
and Patent Appeals, which affirmed the decision. Prior to the latter deci- 
sion, the Prescott Company as defendant in a suit brought by appellant 
in the U. S. District Court, District of New Jersey, filed an amended 


counterclaim, praying that the appellant be required to give up _ its 
“Chipso” trade-mark to the Commissioner for cancellation. The district 


court dismissed said counterclaim on the ground that the decision of the 


Court of Customs and Patent Appeals was res adjudicata on the ques- 
tion of cancellation. Appellant in the present suit seeks to restrain the 
Commissioner from committing an illegal act, namely, the cancellation of 
its trade-mark “Chipso.” Inasmuch as no illegal act or other sufficient 
reason was shown for restraining the Commissioner, the decision below 
was affirmed. 161 
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\ prior decision by the Patent Office holding that the words “E-Z- 
Clad” were confusingly similar to the letters “E-Z” held not res ad judicata 


for the present case. 


Held that the Examiner of Interferences had properly dismissed a 
petition brought by Molly-es Doll Outfitters, Inc., for the cancellation of 
the registration obtained by John B. Gruelle, in view of the decision of the 
Circuit Court of Appeals in a case involving the same parties, it having 
been stipulated that the cancellation proceedings should abide the decision 
in the suit. 273 

II, 17, § 8. Under Act of 1920. 

Held that registrant was not entitled to register a trade-mark, under 
the Act of 1920, when it appeared that another was using the same mark 
on goods of the same descriptive properties during the year preceding 
the application for registration and that immediately after the registra 
tion the registrant had warned the petitioner to discontinue use of the 
registered mark. 


359 


II, 20. Srare anno Loca Srarvures. 


II, 20, § 1. Minnesota. 
Chapter 390, Minnesota Statutes, which prohibits the importation of 
intoxicating liquors unless the brands affixed thereto are registered in the 
Patent Office, held constitutional. 281 


II, 21. Print anv Laser ReGIsTRATIONS. 
An advertisement in plain type featuring the slogan, “The Scotch 
Candymaker Who Kilt High Prices,” held unregistrable as a print, as it 
is neither artistic nor intellectual. 280 


Held that applicant is not entitled to register certain labels, each of 


which specifies a large number of goods, some of which differ as widely 
as peanut butter and prune juice, on the ground a label that describes 
peanut butter could not be impressed on a bottle of prune juice “to in- 


dicate the article of manufacture,” nor could a label for fruit cake be 


descriptive of salad dressing. 378 


Held that applicant is not entitled to register a print stated to be 
“used for advertising purposes to assist in selling advertising matter,” 
since the print is not descriptive of any article of manufacture as required 
by the rules of the Patent Office. 379 


oe 
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II, 23. Registration By Biti in Eavutry. 
In an action brought under Sec. 4915 R. S. to determine plaintiff's right 
to register two trade-marks, he/d that the Commissioner of Patents was a 
necessary party to the suit and not having been joined as such, the court 
was without jurisdiction, although retaining jurisdiction of counterclaim 


of infringement. £10 


II. UNFAIR COMPETITION. 
III, 1. Narure ANp Basis or Wrona. 


III, Ra § BR Definition. 
The test of unfair competition in the use of trade-names and trade- 
marks is whether the use of the name or mark would breed confusion in 


the minds of the public. 138 


Unfair competition in the use of names or marks consists in the use 
by defendant of a name or mark which tends to make the public believe 


that defendant’s business is in some way connected with plaintiff's. 550 


Unfair competition means any conduct in a trade or business concern 
whereby one party, by deceptive means, so transacts his business that the 


public has the impression that they are dealing with another. 553 


III, 1, § 2. Compared with Trade-Mark Infringement. 
As trade-mark infringement is a branch of the broader doctrine of 
unfair competition, it is not necessary to show trade-mark infringement in 
order to establish jurisdiction under the doctrine of unfair competition. 438 


III, 1, § 3. Competition Unnecessary. 
Actual competition is not necessary as a basis for injunctive relief in 


cases involving the imitation of a name. 27 


Actual competition in a product is not essential to relief under the 
doctrine of unfair competition. 33 


III, 1, § 5. Intent. 


Proof of actual fraudulent intent is not required where the necessary 


tendency of defendant’s conduct is to deceive the public and pass off his 
voods, as those of plaintiff. The use, therefore, by defendants of adver- 
tising tending to identify their product with the “Woodbury” products of 
the plaintiff held unfair competition. 65 

In case where a fraudulent intent to trade on the name or reputation 
of another is apparent, the courts go farther in awarding relief than in 


cases where the reverse is true. 398 
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III, 1, § 6. Deception. 

As opposed to defendant’s contention that the parties are not in com- 
petition and hence there is no unfair competition, the real question held 
to be whether, by reason of an unjustifiable act, defendants’ goods will 
probably be accepted by the public as the goods of plaintiff. 360 


III, 2. UNrarrness 1N COMPETITION. 
III, 2, § 1. Imitating Appearance of Article. 


a. Imitating Color. 

After plaintiff had adopted and used in Puerto Rico for many years 
its trade-marks, consisting of the word “Bayer” in the form of a cross, 
the names “Bayaspirina,” “Cafiaspirina” and “Fenaspirina” on its aspirin 
tablets and marked each kind with distinctive colors, the use by defendant 
on like goods of the word “Seinl” in the form of a cross, together with 
identifying colors identical with those used by plaintiff, held unfair com- 
petition. 229 


The use by defendant on its lilycups of a necklace design held not to 
be unfair competition as against the use of a festoon decoration by plain- 


tiff; nor did defendant compete unfairly with plaintiff by using price lists 


colored blue and yellow, inasmuch as such colors were used prior to 


plaintiff's use. Moreover, defendant’s use of similar sheets or sizes of 
cellophane wrappings on his goods, was not unfair competition, as all were 
in use prior to plaintiff's adoption thereof. 233 


The use by the defendant in its magazine cover of a “lay-out” similar 
in color, design and general appearance to plaintiff's cover held unfair 
competition. 421 


III, 2, § 2. Imitating Ornamental Features. 
The use by defendant on its blowers of non-functional features, such 
as color, design and get-up, similar to those used with priority by plain- 
tiff on its blowers, held unfair competition. 180 


The use by defendant of labels and containers for its cosmetic prepara- 
tions, including also the shape and color combinations thereof, similar to 
those in use by plaintiff on competing products, held not to be unfair com- 
petition, inasmuch as the said features were common property, and 
especially as there was no evidence of an attempt by the defendant to pass 
off its goods as those of plaintiff. 518 





DIGEST 


III, 2, § 3. Imitating Functional Features. 

The use by defendants on their containers of a metal strip so placed 
as to bind together the fiber of the container and to serve at the same 
time as a decorative feature held not to be unfair competition as against 
plaintiff, first to adopt and use said feature, in so far as the functional 
feature was concerned. 17 


If the hexagonal shape of appellant’s razor is functional, he may use 
284 


III, 2, § 4. Imitating Packages and Containers of Goods. 
The use by defendant of containers similar in color and appearance 
to those used by defendant on a competing product held liable to deceive 
the public and, therefore, unfair competition. 194 


III, 2, § 5. Imitating Labels. 
In the case at issue, the use by plaintiff in connection with the word 
“Collyrium,” of bottles and labels similar in size, shape and color to those 
used by defendant, held to constitute unfair competition with the de- 


fendant. 179 
III, 2, § 7. Names. 


a. Personal Names. 

Plaintiff and its predecessors had, since 1872, conducted in Paris a 
restaurant specializing in sea food, said restaurant, under the name 
“Prunier,” surname of its founder, having attained a wide and enviable 
reputation for the excellence of its food and seftvice. Defendant in 1935 
organized two corporations, each comprising the name “Prunier,”’ for 


the purpose of conducting a restaurant business in New York City and of 


buying and selling restaurants, the name “Prunier” not being borne by any 


of the defendants, or any officer or employee of either corporation. De- 
fendants enjoined from further use of the name. 33 


The use by defendant of his surname “Champion” on spark plugs 
assembled and sold by him long after plaintiff had identified the name 


“Champion” with its make of spark plugs, held unfair competition. 398 


b. Corporate Names. 
It is well settled that a corporate name or a trade-name used in con- 
nection with a business may become a valuable asset and that, in such 
cases, it partakes of the nature of a property right which equity will 
protect by enjoining a newcomer in the field from using a name so similar 


to that of the first user as to confuse the identity of the two. 112 
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Plaintiff had since 1914 been using its corporate name “Western Auto 
Supply Company” in the business of selling automobile accessories and 
supplies, having expended more than seven million dollars in nation-wide 
advertising and doing business in twenty-eight different states. Held that 
the name “Western Auto Supply Company” had acquired a_ secondary 
meaning as signifying exclusively plaintiff's business, and the use by 
defendant of the name “Western Auto Salvage Company” in a competing 


business, held unfair competition. 112 


Where, after plaintiff and its predecessors had adopted and used 
since March 1, 1929, the expression “U-Drive-It” as part of their cor 
porate title and had, through wide use and superior service, given to 
such name a secondary meaning as identifying their company exclusively, 
the use by defendants on and after January 1, 1936 of the words “Francis 
You Driveit Garage” as the name of a competing business, held unfair 


competition. 118 


Where, though names of parties were practically identical, plaintiff's 
business was confined to examination and certification of titles, that of 
defendant to insuring titles, held that a temporary injunction should not 
issue, particularly as defendant indicated on its place of business that it 
was of Richmond, Va., and plaintiff's place of business bore the words 


“District, Lawyers, Washington Title Insurance Companies.” 141 


Unless unfair competition is clearly established, the courts will not 
hold that an individual or corporation has acquired such an_ exclusive 
right in the use of a word or words that it can exclude all others from 


such use. 553 


Where plaintiff had, since the year 1931, done a loan business in the 
city of Lincoln, Neb., under the name “Personal Finance Company,” the 
adoption by defendant four years later of the name “Personal Loan Serv 
ice” as the title of a similar business held intended to mislead and confuse 


customers of the plaintiff. 553 


c. Trade-Names. 

After plaintiff had adopted and used in the business of processing 
fabrics and clothing so as to make them moth-repellant and water 
resistant, the trade-name “Neva-Wet” and a trade-mark consisting of a 
representation of a duck in the rain and the slogan “Sheds Water Like a 
Duck’s Back,” the use by defendants of the words “Never Wet” and the 


device of a duck in the business of treating cloth and manufactured 


garments, held unfair competition. 167 
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In an action to restrain use by defendant of the name “Irene” for a 
beauty parlor located five miles from plaintiff's similar establishment of 
that name, held that, inasmuch as there was no secondary meaning shown 


nor any evidence of confusion in the public, the complaint should be dis- 


missed. 365 


In an action to restrain defendant from the use of the word “Brass 
Rail” as the name of its restaurants located in Pittsburgh, Pa., on the 
ground of plaintiff's prior use of the name on its restaurant in New York 
City, held that, inasmuch as there was no evidence that defendant knew 
of plaintiff's use of the name, nor any unfair competition on its part, 
no injunction should issue. 408 


d, Literary and Dramatic Titles. 

Use by defendants of the title “World’s Fair News” on their magazine 
circulating in and near New York City, held unfair competition with 
plaintiff, inasmuch as its name, manner of publication and contents gave 
the magazine an official flavor, resulting in confusion as to the corporate 


identities of the parties. 7 


In a suit brought by the publisher of the magazine Life to enjoin the 
use of the words “Movie Life,’ on a motion picture magazine, held that 
inasmuch as plaintiff has no monopoly of the word “Life” as a magazine 


title, the decision of the lower court denying an injunction should be 
affirmed. 421 


g. Use of Trade-Mark in Name. 

Where plaintiff purchased from trustee in bankruptcy all trade-marks 
and good-will of the Menihan Company, including the trade-marks “Arch 
\id” and “Menihan’s Arch Aid,” the fact that plaintiff itself could not 
engage in the shoe business was not material in an action to restrain de 
fendants from the use of the said trade-marks and trade-names in the 


said business. 301 


h. Effect of Contract. 

Plaintiff, owner of a professional baseball team known as the “Pirates,” 
had given to co-plaintiff, General Mills, Inc. the exclusive rights to broad- 
cast accounts of games played by the “Pirates,” which company in turn 
had granted the National Broadcasting Company the right to broadcast 
play-by-play descriptions of the said games. Defendant which operated a 
radio broadcasting station at Pittsburgh, secured from paid observers 
outside the baseball field descriptions of the games played therein by the 


“Pirates,” which descriptions it broadcasts over Station KQYV. Hleld 
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that defendant's conduct interfered with plaintiff's exclusive property 


right in broadcasting descriptions of the said games. 538 


III, 2, § 8. Descriptive Terms. 

The words “World’s Fair,” although ordinarily a generic or descrip- 
tive term, following the public announcement of the World’s Fair in 
September, 1935, held to have acquired a secondary meaning which entitle 
them to protection by a court of equity. 27 


The word “Collyrium,” when used as a trade-mark for an eye lotion 
or eye salve, held descriptive and hence publici juris. Notwithstanding, 
the word “Collyrium,” although defined by some dictionaries as meaning 
an eye lotion or salve as a treatment for the eye, is known as such only to 
the medical and pharmaceutical professions and, through long-continued 
use by defendant, the word held to have acquired a secondary meaning, 
indicating to the general public defendant’s products. Appellant’s prayer 
for a declaratory judgment establishing its right to its corporate title and 
the use of the word “Collyrium” was, accordingly, dismissed. 179 


There is no such connection between a spark plug and the word “Cham- 
pion” as to make the latter descriptive of the former, rather than a fanciful 
term. 398 


Notwithstanding that plaintiff first used the words “White Coated” to 
describe pistachio nuts produced by it under a patented process, said words, 
being merely descriptive of the goods, held not subject to exclusive ap- 
propriation. 145 


Where plaintiff's long use of the word “Cocomalt” on a food drink had 
given the name a secondary meaning as indicating plaintiff's product ex- 
clusively, the use by defendant, on a similar product and in its firm name, 
of the word “ChoCo-Lo-Malt,” held unfair competition. 494 


Descriptive or generic terms are not susceptible of exclusive appropria 
tion by anyone, but may be used by all in an honestly descriptive or non 
descriptive manner, the only exception being cases whereby the use of such 
words, either singly or in combination, one party aims to avail himself of 


another's reputation. In such cases intent must be established. 553 


III, 2, § 9. Geographical Terms. 

Although the words “Indian Territory” are primarily geographical, their 
use by plaintiff since the year 1901 throughout a wide territory held to 
have given them a secondary meaning identifying them exclusively with 
plaintiff's products. 296 
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III, 2, § 10. Name of Patented Article. 
The patenting by plaintiff of a device used by him in performing the 
stage illusion termed “Sawing a Woman in Half,’ amounted to a disclosure 


of the secret process therein described, which thus became publici juris. 241 


Where defendant and its predecessors were first to adopt and use the 
name “Shredded Wheat” and a pillow-shaped biscuit as trade-marks for a 
product made under a patent, defendant, using the said indicia after the 


expiration of the patent, should do so in a manner which reasonably dis- 


tinguishes its product from that of plaintiff. 569 


III, 2, § 11. Advertising. 

The use by defendant, engaged in the manufacture and sale of tobacco 
products, of advertising, picturing and describing a method of sawing a 
woman in half, held not to constitute unfair competition against plaintiff, 
who staged an act called “Sawing a Woman in Half,” especially as the 
secret method had already been disclosed in a patent and there was no com- 


petition nor any confidential relationship between the parties. 241 


In the absence of a contract between plaintiff and defendant, the 
former, a concern engaged in the production and sale of motion pictures, or 
in leasing same to exhibitors, was not entitled to restrain defendant, engaged 
in the preparation and sale of advertising matter, from selling to plaintiff's 
exhibitors certain advertising matter relating to plaintiff's motion pictures, 
actors and actresses; nor did defendant’s advertisements infringe the right 
of privacy of players whose names were mentioned therein. 582 


III, 2, § 12. Trade Secrets. 
A secret process or formula ceases to be a property right as soon as a 


third party, by fair means, obtains knowledge thereof. 241 


Where plaintiff failed to prove that defendants had unlawfully acquired 
its trade secrets, there was no unfair competition. 445 


III, 2, § 18. Federal Statutes. 


a. Trade Commission Act. 

The use by respondent, a manufacturer of women’s hosiery, of a punch 
card device, in the operation of which chance was a factor, held to be not 
only contrary to public policy and the statutes of several states, but also 
unfair competition against respondent’s competitors by diverting business 
from them. 425 


Congress had authority to prohibit the practice of paying commissions 
in business transactions to persons who have rendered no service in connec- 
tion therewith. 465 
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Respondent, Biddle Purchasing Company, a brokerage firm, sold to its 
subscribers a service which supplied to buyers market information, also a 
purchasing service, for which it received a monthly fee of from $25 to $50, 
and acted as intermediary between seller and buyer, receiving from the seller 
a commission on all sales made. In 14 percent of such sales where the 
commissions exceeded the service charge, the excess was paid to the buyers. 


Said acts held in violation of the Robinson-Patman Act. 465 
III, 2, § 14. State Statutes. 


a. New York. 
Inasmuch as Section 2 of the New York Fair Trade Act (Laws of 1935, 
Chap. 976) provides that violation of the contract between producer and 
retailer 


‘ 


‘is actionable on the suit of any person damaged thereby,” held that 
plaintiff, engaged in selling liquor at retail, had the right to enjoin a com- 
petitor from selling goods subject to a price-fixing agreement at less than 
the price agreed upon. 187 


There is no compelling reason why the devolution by contract of a limited 
share in the property right in a trade-marked article from producer to dis 
tributor should not be recognized. 187 


Plaintiff's maintenance of the present action held not to violate the 
Donnelly Act, which invalidates an arrangement between dealers to fix 
prices of commodities. 188 


In an action brought under Chap. 976, Laws of 1935, to enjoin defendants, 
wholesalers, from selling plaintiff's trade-marked products below the price 
fixed under the said Section, where it was shown that plaintiff granted cer 
tain retailers larger discounts than those allowed to wholesalers, plaintiff 
held not entitled to the injunction prayed for, as it was not the intention of 
the legislature to exempt a producer from responsibility for conduct op- 
posed to the intent and purpose of the Act. 240 


In a suit brought under Sec. 976, Laws of 1935, where it appeared that 
defendant’s purchase of the trade-marked goods for resale was made prior 
to plaintiff's announcement of its prices under the Fair Trade Act, held 


that no injunction should issue pending final hearing. 251 


It is now the settled doctrine of the State that the Fair Trade Act, 
(Chap. 976, Laws of 1935) does not violate the fundamental law. 255 


Inasmuch as Chap. 976, Laws of 1935 is wholly permissive, the plaintiff's 
failure to sue in one instance held not to deprive him of the right in an- 
other. That the statute creates such inequities is no ground for a court's 
refusal to enforce it. 366 
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III, 2, § 17. Misuse of Another's Trade-Mark. 
The purchaser of a trade-marked product has a right, by virtue of his 
ownership, to change, divide or modify what he sells and to use thereon the 
original trade-mark, provided the latter is not used in letters different from 


the rest of the marking. SI 


Plaintiff, prior to June 5, 1915, designed and made certain dolls of a 
distinctive type bearing the trade-mark “Raggedy Ann,” afterwards sell- 
ing some of the dolls in interstate commerce and registering the words 
“Raggedy Ann” for these goods in the U. S. Patent Office. Respondent 
sought to cancel said registrations, whereupon appellant brought suit to 
restrain such proceedings. Appellant was shown to have popularized the 
“Raggedy Ann” and “Raggedy Andy” dolls, manufactured for him by 
P. F. Volland Co. from 1918 to 1934, having also written many books featur- 


ing these names and syndicating drawings of the said characters in many 


papers throughout the United States. In 1934 Volland & Co. discontinued 
manufacture and sale of said books and dolls and assigned to appellant all 
right and title therein, said appellant licensing the use of the names to 
other firms. In 1937 defendant, then Mollye Goldman, being requested to 
make a good rag doll made a doll resembling appellant’s “Raggedy Ann” 
doll. Defendants held guilty of unfair competition in adopting and using 
the names “Raggedy Ann” and “Raggedy Andy” in connection with the sale 
of their dolls. 153 


Where plaintiff (Standard Oil Company) an Indiana Corporation, had, 
since prior to 1900, used in fourteen central and western states as trade- 
marks for its petroleum products the names “Standard Oil Company,” 
“Standard Oil,” “Standard,” “S O C O” and “S O” and had by widespread 
and costly advertising identified the said trade-names to the public with its 
said products, the use by defendant in sections of the same territory of the 
word “ESSO” as a trade-mark for petroleum products, held unfair com- 


petition. 386 


The use by defendants of the name “Martha Washington” in the business 
of manufacturing and selling of ice cream long after plaintiff had adopted 
and acquired an enviable reputation and good-will from the use of the same 
name upon candies, held unfair competition. 138 


Defendant obtains plaintiff's used “Champion” spark plugs, as well as 
those of other manufacturers, and, after cleaning and reconditioning such 
plugs, sells them to the public under the original trade-marks. Such con- 
duct held unfair competition, inasmuch as purchasers are liable to be de- 
ceived into believing that the spark plugs so reconditioned are plaintiff's 
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original “Champion” spark plugs. Defendant was, accordingly, enjoined 
from using on said spark plugs the word “Champion” without making it 
clear to purchasers that the goods were not plaintiff’s spark plugs. 545 


III, 2, § 18. Other Instances. 
Attempts by defendant to restrain plaintiff from exercising its rights 
in its trade-mark in Pennsylvania he/d unfair competition. 6 


Defendant was enjoined from selling plaintiff's “Kreml” hair tonic in 
eight ounce bottles filled from plaintiff's sixteen ounce bottles, where it was 
shown that, due to the immiscible nature of the ingredients, the resulting 
product was inferior to plaintiff's product. 81 


The use by defendant on its yarn of certain features already in use by 
plaintiff on its yarn, such as similar construction, thickness, length, color 
range and numerical designations, held unfair competition, and an injunc- 
tion was ordered. 183 


A trade-mark consisting of the word “Evergrip” held not to be con- 
fusingly similar to a trade-mark consisting of the name “Bull Dog” and 
the picture of a bulldog, both marks being used on picture hangers. More- 
over, as the cards used in marketing the respective hangers were dissimilar 
in appearance, there was no unfair competition. 358 


The fact that defendants circulated statements to the effect that they 
were producing pistachio nuts coated white by a new process superior to 
that of the plaintiff, held not to constitute unfair competition. 145 


In the case at issue, defendant held to have the right to acquire used 
and discarded spark plugs and to repair and sell them for further use, 
provided it carefully distinguishes its products so as to prevent confusion 
of purchasers. 545 


Where appellant had not obtained a design patent for its particular 
style of pajama, and had not shown that said design had acquired a sec- 
ondary meaning pointing to its product exclusively, the order granting a 
temporary injunction restraining respondent from imitating plaintiff's 
pajama was reversed. 593 


III, 3. Surrs ror Unratr Competirion. 


III, 3, § 1. Jurisdiction. 

Plaintiff, a French corporation, held to have the right, under Art. 10% 
of the International Convention for the Protection of Industrial Property, 
to bring an action in the courts of New York for relief against unfair com- 
petition. 33 
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Where infringement was found, the court had jurisdiction also to pass 
upon the charge of unfair competition. 237 


In an action for unfair competition in the use of a trade-name, where 


defendant averred lack of jurisdiction because the amount in controversy 


was under $3000, held that, under the evidence, plaintiff's business reputa- 


tion and good-will had a monetary value of $100,000; hence, the court had 


jurisdiction. 295 


As appellant’s petition seeks only clarification of mandate and was 
presented before expiration of term at which mandate was issued, court 


has right to entertain it and grant the relief sought. 382 


A Circuit Court is without jurisdiction to entertain appellee’s petition 
for rehearing which was not presented, nor permission given to present it, 
within term of order, or within term of petition for certiorari, or within 
term when mandate was issued. 382 

When equity jurisdiction is rested on equitable ground, such as the 
right to injunction, the court will retain it for the purpose of administering 
complete relief rather than send the injured party to a court of law for 
damages. 176 


III, 3, § 2. Parties and Liability. 

Where defendants in the case at issue did not make the containers, sub 
ject-matter of the controversy, but merely manufactured and sold to Frank- 
fort Distributors, Inc., certain metal parts, including the decorative strips, 
for containers which were manufactured by the latter company, held that 
defendants, not being in competition with the plaintiff, were not proper 


parties to the suit. 18 


A manufacturer who furnishes a dealer with the means of creative con- 
fusion in the public mind is guilty of unfair competition, although he did 
not actively participate in the dealer’s fraud, likewise, the dealer and the 


manufacturer of the infringing goods held joint tortfeasors. 65 


Appellant manufactured fibre containers having a metal strip to bind 
the fibre and serve as a distinctive design. Appellee made certain similar 
container parts for Frankfort Distilleries, Inc., which assembled them into 
a finished product resembling appellant’s. Held that, inasmuch as Frank 
fort Distilleries, Inc., was not a party to the suit and appellees were not 
responsible for its acts, the decision below dismissing the complaint should 


be affirmed. 235 
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The fact that plaintiff was a foreign corporation, while defendant was 
a domestic corporation did not take away the former's rights to restrain 


infringement of its corporate name. 296 


III, 3, § 3. Pleading and Practice. 
In a suit for unfair competition it is sufficient to show that plaintiff's 
good-will is likely to be endangered by the defendant’s use of the former's 
name or mark. It is not necessary to prove direct competition in the prod 


ucts of each. 138 


III, 3, § 4 Kvidence. 

As the question of secondary meaning and confusion, as well as non- 
functional shape of part of defendant’s advice, are based on letters and 
affidavits alone, the decision was reversed and case remanded for new trial. 
It must be shown that confusion is created and irreparable damage suffered 


by plaintiff before defendant is enjoined. 254 


a. Secondary Meaning. 

Even the name of a person can, by long association with the product 
acquire such a meaning as to make the use of the same name, without 
explanation, on a similar product deceptive and misleading. Moreover, 
descriptive words may acquire by use a secondary significance which entitles 


them to protection. 301 


III, 3, § 5. Defenses. 


The use by other business or corporations of the words “World’s Fair 


is no defense to the defendant's use of such words. 274 

Held that, in a suit involving the New York Fair ‘Trade Act, certain 
defenses, such as that the Act is void and violative of the constitution, and 
that is too uncertain and indefinite for enforcement should be stricken out. 
The defense that, because of general violation of the price fixing agreement 
concerned by defendant’s competitors, defendant was forced to cut prices, 


held should be allowed. 55 


~ , 


The fact that defendant was engaged on a small scale in the production 
and sale of crude oil from pipe lines, whereas plaintiff was engaged on a 
large scale in the production, refining and distribution of crude oil, held 
not a valid defense in a case where defendant featured in its corporate name 
the words “Indian Territory,” long used by plaintiff as part of its corporate 


name, 296 
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ITI, » ae a Relief. 
b. Injunction. 


a. Preliminary. 
To justify the granting of a preliminary injunction, there must be a 


showing of irreparable injury during the pendency of the action. $23 


Plaintiff conducted a restaurant at 21 W. 52nd Street, New York City, 
known as the “21 Club.” Defendants operated a restaurant at 21 Locust 
Street, Philadelphia, in connection with which they have used the numerals 
“21” and, to some extent, the name “21 Club.” Held that, inasmuch as the 
decree of the court below refusing a preliminary injunction was within its 


discretionary power, the court was not at liberty to disturb it. 123 


ce. Accounting of Profits. 

Where the court did not make clear its intention with respect to an award 
of an accounting for profits and damages, the decision was reversed, with 
instructions to enter a decree for an accounting, with certain additional 
provisions. l 


In a case of unfair competition, such as above cited, it is not fatal that 
the plaintiff is unable to show what proportion of the profit is due to the 
trade-mark and what to the intrinsic value of the goods. 176 


d. Damages. 

In cases of unfair competition or trade-mark infringement the infringer 

may be required to account for and yield up his gains to the true owner. 476 
e. Use of Distinguishing Notice. 

The use by defendants on the inside pages of their magazine and in the 
“masthead” of a disclaimer of any connection with plaintiff he/d not to be 
adequate notice to the public, nor a defense to an action for injunctive 
relief. 27 

Defendants were enjoined from selling and offering for sale toilet 
preparations using the name “Woodbury” in any form unless there be shown 
in proximity therewith the words: “Not connected with John H. Woodbury, 
Inc., nor the former Jergens Company, makers of ‘Woodbury’s Facial Soap’ 
and other toilet preparations, sold under the name ‘Woodbury’s’ or ‘Wood 
bury.” 65 
In an action to restrain defendants from the confusing use of the 


name “Woodbury” on facial soaps put out by them, the fact that the use on 
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their labels of a distinguishing notice that lent itself to sales resistance, 
held not sufficient ground for modifying the decree, inasmuch as the notice 
could hardly be less specific if the decree was to serve its purpose. 484 


III, 3, § 8. Compliance with Decree. 
As unfair competition is largely a question of fact, the fact-finding by 
the lower court will not be disturbed on appeal when supported by sub- 
stantial evidence. 518 


a. Contempt. 
Where defendant appealed from an order adjudging it in contempt, and 
from an order dismissing its petition and refusing to hold complainant in 
contempt, held that, inasmuch as the order adjudging the defendant in con- 


tempt and ordering a reference was not final, it was not appealable. 105 


Where defendant had complied with an injunction requiring it to request 
its customers not to sell or advertise defendant’s silverware as “Rogers” 
simpliciter, defendant, by sending letters to customers who advertised its 
“Rogers” ware in a way enjoined by the decree against defendant, urging 
dealers to use defendant’s name in their advertising, held not guilty of 
contempt. 105 


Defendant which, inter alia, had been enjoined from selling or represent- 
ing its silverware as “Rogers” simpliciter, and was required to so notify 


its customers held guilty of contempt in furnishing counsel to a customer 


and agreeing to pay latter’s expenses in defending a suit brought against it 
for advertising silverware sold to it by defendant as “Rogers” simpliciter 
and not as “Rogers Ware Manufactured by Oneida, Ltd.” 105 
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